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1 PROCEEDINGS 

2 THE USHER: Good afternoon. Calendar Number 43, Appeal 

3 Number 2009-3 1 7 1 , Mr. Dutton. 

4 (Off the record) 

5 (On the record) 

6 MR. DUTTON: Thank you. Thank you, Your Honors. May it please 

7 the Court, my name is Brian Dutton, counsel for Sony Corporation, the 

8 Appellant before this Court today. The following issues before this Court is 

9 whether the Examiner erred in rejecting Claims 17 through 36 of the present 

10 Application. Of course, Claims 18 through 36 are dependant on Claim 17. 

1 1 Referring to Claim 17, 1 wish to direct the Board's attention to the 

12 wherein clause located at the end of that claim. Specifically, Claim 17 is 

13 drawn to a thin film device wherein the gate thickness of the gate-insulating 

14 film is greater than the gate thickness of the gate electrode. We believe that 

1 5 the examples shown within the specification, of course, are commensurate 

16 with the scope of the claims. 

17 As we highlighted within our Briefs, Hisao arguably teaches the 

18 insulating layer as having a thickness of 100 to 200 nanometers. Also, 

19 Hisao arguably teaches the thickness of the upper layer, 5, having a 

20 thickness of about — and the term about is within the translation itself, so 

21 these are from the translation, and I think it's somewhat significant. It says 

22 about 50 to 100 nanometers and the lower layer, 5B, with a thickness in the 

23 range of 50 to 200 nanometers. 

24 Now, the Examiner took those two dimensions and said because of 

25 these two dimensions there was a combined thickness of about 100 to 500 
nanometers. But, however, that disclosure of the combined range is not 



1 necessarily - the disclosure of the individual range separately, we believe, is 

2 not necessarily a disclosure of the combined range of about 100 to 500, since 

3 that's not specifically disclosed within the Hisao reference. And, in 

4 particular, about 100 is not disclosed within that reference. Also, there is no 

5 relationship between the thicknesses of 5A and 5B, of those gate electrodes, 

6 and where the Examiner seems to assert that there is that relationship. But 

7 that's our first point. 

8 Our second point is that even if the combined thicknesses of about 

9 500 — 100 to 500 nanometers are disclosed in Hisao, there is no showing 

10 within Hisao of a thickness of the insulating layer, 4, that is greater than the 

1 1 thickness of gate electrode, 5. In this instance, we have — we're just 

12 claiming a relationship between the thicknesses. And there is no — we were 

13 unable to identify a teaching within the Hisao reference which showed this 

14 relationship of the thicknesses. 

15 There's nothing within the Hisao reference which says that the 

16 drawings are drawn to scale, which, of course, is one of the Examiner's 

17 arguments. He's saying that, well, you look at the figures and you can see 

1 8 that the thickness of the insulating layer is greater than the thickness of gate 

19 electrode 5. However, these drawings have not been described to be design 

20 drawings. They're for a Japanese publication and there's no indication that 

21 those drawings are drawn to scale. So we believe that those drawings, the 

22 figure drawings cannot be relied upon for proportional relationships and for 

23 dimensions. 

24 Also, finally, our third point is that we do have in our specification 

25 evidence of unexpected results, especially in regard to the relationship 



1 between the thickness of the gate electrode and the thickness of the 

2 insulating layer. We do show unexpected results as well. 

3 JUDGE BARRY: Where do you show the results being as 

4 unexpected, counsel? 

5 MR. DUTTON: Well, what it is, is that it's when you - it deals with 

6 the manufacture of the device. You're trying to make a very, very thin, thin 

7 film device. So when you put heat on the device, the heat from the gate 

8 electrode, the metals and so forth, they go to the oxide. When you have the 

9 materials together, it causes a thermal stress so that — and some of the 

10 byproducts of thermal stress is that sometimes you might get some 

1 1 delamination, things like that, during the process. So what happens is that 

12 by controlling the thicknesses of the gate and the thickness of the insulating 

13 layer, you reduce that thermal stress first by — and this is all in our 

14 specification - first by having a - 

15 JUDGE BARRY: Counsel, why don't you point that to us so we can 

1 6 follow along with your summary of it? 

17 MR. DUTTON: Okay. Yeah, that would be in the specification at the 

1 8 paragraph beginning at page 9, line 22. 

19 JUDGE BARRY: Okay. 

20 MR. DUTTON: It's a very, very, very long paragraph, but the 

2 1 relevant portions are about, oh, I would say, about two-thirds down in that 

22 paragraph. And it talks about referring to the figures. And, I guess, Figure 1 

23 would be a good figure, specification where it shows T-l and TM for the 

24 thicknesses of the gate electrode and the insulating layer. And it talks about 

25 heating the device at the higher temperatures. And what you wanted to do 
with the thinness of the gate was to reduce the amount of thermal heat 



1 coming through that gate. But, also, if you have a thickness of the gate 

2 which is of not sufficient thickness, then, of course, you get that — you get 

3 those problems that I've mentioned. 

4 JUDGE BARRY: I mean, I do see an advantage to doing that, but I 

5 don't see any allegation, let alone a showing, that it's unexpected. 

6 MR. DUTTON: That it's unexpected? 

7 JUDGE BARRY: Yeah. 

8 MR. DUTTON: Well, that this particular benefit is unexpected? 

9 Well, it's just that all of the art in this technology, typically the gate 

10 electrodes are much thicker than the insulating layer. The gate electrodes 

1 1 are extremely thin for various reasons, you know, I guess, in the art dealing 

12 with threshold voltages and capacitances and things like that. So that it — 

13 you know, it seems unusual that you would want to have a thicker gate 

14 electrode because of the properties, what it would do to the device and its 

15 performance and speed. So the thing is, is that by having it where this gate- 

1 6 insulating layer is much thicker than the gate electrode, it's not something 

17 that usually occurs within the art in our opinion. 

18 JUDGE RUGGIERO: I got a question. At the bottom of page 6 of 

19 your spec, the very last sentence begins with "preferably, the film thickness 

20 of the gate film is thicker than that of the gate electrodes." Now, it kind of 

2 1 seems to suggest that maybe it isn't all that critical that it be thicker. 

22 MR. DUTTON: Well, but that's why our specification goes on to 

23 explain the benefit of that sort of a proportionality. And, yeah, I believe that 

24 was also - yeah, I guess we have also claimed that sort of thing in the past 

25 as well. So it's always been a part of the claim set. And so that's — has 



1 always been something that — as one of the inventive concepts that have 

2 been around. 

3 And, also, the portion of the specification that you refer to, it does talk 

4 about the summary of the invention. So this is also being a part of 

5 something that is contemplated to be part of the inventive concept. 

6 JUDGE RUGGIERO: I mean, you're aware of the — the Examiner 

7 took the position that, you know, the gate electrode in Hisao allowed for 

8 values below the 100 millimeter that it states. 

9 MR. DUTTON: Yes. 

10 JUDGE RUGGIERO: You disagree with - 

1 1 MR. DUTTON: Well, also, too, not only that, to even go one step 

12 farther, I believe that this — you know, I may be walking a high wire here, 

13 but this case is the second time here. This is the second time that we're here. 

14 And there's been some similar language in a previous decision. But what I 

1 5 wanted to point out with that was that we, first, don't necessarily agree with 

16 the Examiner's conclusion. But, but even if the Examiner's conclusion is 

17 correct, in that there is some sort of benefit for having a much thinner gate, 

1 8 there's nothing that the Examiner has identified which would also corollarily 

19 say that there is also a benefit of having the gate oxide that is thicker than 

20 the gate. 

2 1 Now, the Examiner says that by having this reduced thinness of the 

22 gate oxide, of the gate itself, you reduce the size of the device. But what the 

23 Examiner doesn't say is, what is the effect on that device by adjusting the 

24 gate, the thickness of the gate and how will it affect that performance. The 

25 Examiner has not referred us to anything which says that by reducing the 
gate you would not necessarily need to also readjust the thickness of the 



1 gate-insulating layer as well or else the device would not work. There's 

2 nothing that shows what the benefit or what the effect is — would be on the 

3 gate-insulating film. 

4 The Examiner's argument would assume that if you reduce the 

5 thickness of the gate, the gate-insulating layer would in fact stay the same. 

6 That's the underlying theme that is the unspoken theme. But it's quite 

7 possible that a skilled artisan would have also reduced the size of that gate- 

8 insulating layer along with the reduction of the gate itself, keeping the 

9 proportionalities of a thicker gate in relation to a gate-insulating film. 

10 So there's just not enough within this particular reference. And keep 

11 in mind, too, with this particular reference, if you — you'll notice, the 

12 assignees are the same people. These are both Sony references. Also, two 

13 of the inventors are the same inventors. You look at the figures, the figures 

14 between the reference itself and our application. Look at the reference 

15 numerals. You'll see there's quite of an alignment and corollary there. All 

1 6 this is there. But what you don't see, what you don't see is any language or 

17 any discussion about proportionality of the gate to the gate-insulating layer. 

1 8 You don't see that. And as a matter of fact, but you do see in our 

19 specification a discussion about the benefits of having that proportionality. 

20 So there is something that's clearly missing from the reference which is 

2 1 within our specification. 

22 JUDGE RUGGIERO: Well, it's interesting that you draw attention to 

23 the fact that you have the same assignee and the same - a couple of the 

24 same inventors. And then I'm taking a look at the drawings — 

25 MR. DUTTON: Two of the inventors aer the same. 



1 JUDGE RUGGIERO: All right. Taking a look at the drawings then, 

2 why wouldn't you assume then in the reference that the gate film is clearly 

3 drawn as being thicker than the — so why — 

4 MR. DUTTON: Why? 

5 JUDGE RUGGIERO: Why does that not have any - 

6 MR. DUTTON: Because these are not design drawings. These are 

7 not design drawings. And there's nothing within that reference which says 

8 that there should be some sort of proportional relationship between the 

9 thicknesses of those layers. Now — 

10 JUDGE RUGGIERO: Well, presumably, in your invention you — you 

1 1 know, you drew it; you drew the gate film being thicker than the gate 

12 electrode because that's, that's what, you know, you're arguing as a benefit to 

13 your — 

14 MR. DUTTON: We don't know. 

1 5 JUDGE RUGGIERO : Why wouldn' t you assume then that - 

16 MR. DUTTON: We don't - 

17 JUDGE RUGGIERO: Okay. Okay. 

18 MR. DUTTON: The thing is, is that we don't know. We don't know 

19 because there is nothing within that reference which says that. 

20 JUDGE BARRY: Is the current Figure 1 a design drawing? 

21 MR. DUTTON: Neither one. Well, the figures are what they say in 

22 the specification, and what they say in the specification is that — they give a 

23 range of thickness, but also in our specification it says what the 

24 proportionality is as well. 

25 Now, in the reference, there is also a range of thicknesses for gates 5A 
and 5B, the layer itself. There's nothing in there for the combined layer, 



1 even though there's an imputed idea that when you combine them you would 

2 get this additive range. But there's — 

3 JUDGE BARRY: Keep going. I was just telling you five minutes. 

4 MR. DUTTON: Oh, okay. Thank you. Thank you. 

5 Yeah, there is — but there's nothing that deals with this concept of 

6 thicknesses and proportionalities from one layer to the next layer. Likewise 

7 — and even in that regard, there's really no discussion within the reference as 

8 to proportionalities between the gate electrodes themselves. So there's still a 

9 question whether or not they're additive or just overlapping and that you will 

10 not necessarily get the sum total of ranges when you combine the two. 

11 So all of this — all of these sorts of things are kind of imputed onto the 

12 reference. And in a good reading, in a fast argument, it sounds like, hey, it's 

13 all there. But when it — all of this gets unraveled and unbundled, then all of 

14 a sudden there are certain questions that arise because there are just certain 

1 5 things that are just not stated within the reference themselves. And that's 

1 6 what we were looking for. 

17 This technology, we feel that if it was out there, it would have been 

1 8 found. And if it was out there, it should have been found. 

19 JUDGE RUGGIERO: Any other questions? 

20 Okay. 

21 MR. DUTTON: Okay. Well, thank you very much, and this 

22 concludes my remarks and thank you for your time. 

23 (Whereupon, the proceedings concluded.) 
24 
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